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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 17, 2008 has been entered. 

Status of the Claims 

2. This action is in response to papers filed December 17, 2008 in which claims 24, 
27, 29, 32, 41 , 46, 48 and 50 were amended. 

The amendments have been thoroughly reviewed and entered. Any objection/ 
rejection not repeated herein has been withdrawn by the Office. 
Claims 1-50 are pending. Claims 1-23 are withdrawn. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 34-36 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 34 recites "when the operating part is moved into the device body". This 
conditional statement does not find antecedent basis in the claim 24. The operating 
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part is outside the device, for operating the sensor sending out mechanism, thereby 
ejecting a biosensor from the sensor ejecting port. That is, claim 24 does not establish 
the operating part is moved into the device body. In addition, claim 34 recites "the 
electrical circuit within the device body". There is no antecedent basis for the electrical 
circuit. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 24 and 34-36 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Markartetal., (US Patent No. 6,151,110), hereinafter "Markart". 

Markart teaches a biosensor dispensing device comprising a biosensor cartridge 
54 for storing a stacked plurality of biosensors 10 and including a sensor ejecting 
means (feed dog 70) for ejecting a biosensor from the cartridge via a sensor ejecting 
port 56 (see Fig. 5). The sensor ejecting port 56 is located in a wall of the cartridge 
facing tips of such biosensors. The port is closed via sealing edges 80 except when 
such biosensors are being ejected. 

The Markart device also includes a biosensor dispensing device body 32 
comprising a cartridge storing chamber for detachably (via screws 74) holding the 
biosensor cartridge 54. 
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Markart teaches a sensor sending out mechanism (actuating lever 62) for driving 
the sensor ejecting means 70 in the biosensor cartridge 54. Markart also teaches a 
sensor conveying mechanism 82, 86, 90, 98 for conveying an ejected biosensor from 
the sensor ejecting port to a predetermined test position 48 (see Fig. 6). Lastly, Markart 
teaches an operating part 36 located outside the device body (see Fig. 1), for the 
operating the sending out mechanism 62, thereby ejecting a biosensor from the sensor 
ejecting port. 

Claims 34 and 36, as best understood, are directed to the manner in which the 
dispensing device is operated. These limitations do not impart patentability to the 
claims because they are directed to how the device functions; whereas, patentability in 
an apparatus claim is determined by the structure of the device. 

As to claim 35, Markart inherently teaches a power source (means for powering) 
for the device that is driven when the biosensor is in the test position in order to operate 
the light receiving and light emitting elements 52, 50. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 0. Claims 25-26 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Markart (US Patent No. 6,1 51 ,1 1 0), hereinafter "Markart '1 1 0, in view of Markart (US 
Patent No. 6,200,442), hereinafter "Markart '442. 

Markart '110 teaches a measuring device with a measuring opening through 
which optical or electrical sensors sense the test field of a test section of a biosensor 
(see abstract). However, Markart '1 10 does not specifically teach the measuring device 
including a conducting means for connecting electrodes on the biosensor in such test 
position and for transmitting electrical data from the biosensor to an electrical circuit 
within the body. However, measuring devices for the electrical measurement of 
biosensors for determining the concentration of liquid substances on the biosensor are 
well known in the art. 
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Markart '442 teaches a biosensor measuring device 10 including a conducting 
means for connecting electrodes 26 on the biosensor 18 in the test position and for 
transmitting electrical data from the biosensor to an electrical circuit within the body (see 
col. 3, lines 5 et seq.) 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time of the claimed invention to have included in Markart '110 the electrical biosensor 
measuring device of Markart '442 since electrical biosensor measuring devices are well 
known for accurately determining the concentration of analytes in liquid substances. 

Regarding claim 26, the biosensor dispensing devices of both Markart '110 and 
Markart '442 include a display unit 38, 14, respectively. The display in both references is 
located on an exterior surface of the device body and configured to receive electrical 
data and displays data from the electrical circuit. 

Allowable Subject Matter 
1 1 . Claims 27-33 and 37-50 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter. As discussed above, Markart does teach a biosensor dispensing device 
comprising a cartridge storing chamber detachably holding a biosensor cartridge for 
storing a plurality of biosensors in a case in a stacked manner and including sensor 
send-out means for sending out the biosensor in the case one by one and discharging 
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the biosensor from a sensor ejecting port opened at the case. The Markart device 
includes a sensor sending out mechanism for driving the sensor send- out means in the 
biosensor cartridge, wherein the cartridge storing chamber can hold the biosensor 
cartridge including a cylindrical rotating member and a sliding member sliding with the 
rotation of the rotating member to push the rear end of the biosensor as sensor send- 
out means; the sensor sending out mechanism includes a rotating means for rotating 
the rotating member of the biosensor cartridge, and the operating part is configured so 
as to move the sensor sending out mechanism with a forefinger while gripping the body 
with one hand. 

However none of the known prior art, including Markart, teaches or suggests the 
specific limitations set forth in claims 27 or 46. 

Response to Arguments 

12. Applicant's arguments with respect to claims 24-50 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to P. Kathryn Wright whose telephone number is (571)272- 
2374. The examiner can normally be reached on Monday thru Thursday, 9 AM to 6 PM, 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IP. Kathryn Wright/ 
Examiner, Art Unit 1797 



